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LITIGATING THE VALIDITY AND
INFRINGEMENT OF SOFTWARE PATENTS

WILLIAM L. ANTHONY, JR.*

ROBERT C. COLWELL**

Much creative effort has been expended by Congress, state legislatures,
and individual attorneys to create proprietary rights in computer programs.
As a result, it is now established that computer programs can be protected
by patent, copyright, and trade secret law.' While the focus of this article
is on patent rights, and particularly, litigating the issues of validity and infringe-
ment of software patents, a broad overview of the various forms of software
protection is presented to place patent protection in perspective. With that
objective in mind, a brief comparison of copyright and trade secret protection
with patent protection follows. 2

I. A COMPARATIVE ANALYSIS OF PATENT PROTECTION

AND OTHER FoRMs OF PROTECTION OF COMPUTER PROGRAMS

A. Patents

1. Introduction
Patent protection is unique with respect to both the breadth of protection

over a variety of different implementations of a patented program and the
reach of the protection to a broad class of potential misappropriators. The
advantages of patent protection of computer programs, however, are accom-
panied by several significant disadvantages. These disadvantages include the
cost of obtaining the patent, the delay inherent in prosecuting the patent
application to issue as a patent, and the stringent requirements of patentability
faced in obtaining and enforcing the patent.

2. The Breadth of Patent Protection
The most important advantage of patent protection is the breadth of the

protection provided. A patent on a computer program need not be limited

* Partner, Townsend and Townsend, San Francisco, California; B.S. (1961) Worcester
Polytechnic Institute; J.D. (1966) University of Connecticut; registered to practice before the
U.S. Patent and Trademark Office; member of Michigan and California Bars.

** Partner, Townsend and Townsend, Palo Alto, California; B.S. (1969), M.S. (1970)
University of Kansas; J.D. (1973) Stanford University; Fegistered to practice before the U.S. Patent
and Trademark Office; member of California Bar.

1. Another form of software protection, yet undergoing definition, is contract law. Under
contract theory, the end user of a software program, particularly a lessee or licensee, bargains
away some of his rights to use the program; for example, the right to rent the software or use
it on multiple CPUs. Such contractual bases for software protection are beyond the scope of
this article.

2. For a more detailed discussion of copyright and trade secret protection of computer
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to the manner of expression used by the programmer. Rather, the patent may
protect the broad concepts or ideas embodied in the program. Patent protec-
tion is typically expressed in broad terms which describe the overall organiza-
tion or function of a computer program. 3 Ordinarily, the patent will not be
limited to a specific implementation or specific instructional steps. No other
form of protection of computer programs provides so comprehensive a pro-
prietary right to the creator of the software. 4

3. The Reach of Patent Protection
Patent protection reaches deeply into the marketplace. It is capable of

providing relief against a broad class of potential misappropriators.5 No prior
fiduciary or contractual relationship between the patent owner and the poten-
tial misappropriator is required. The potential misappropriator need not have

programs, see Root, Protecting Computer Software in the '80's: Practical Guidelines for Evolv-
ing Needs, 8 RUTGERS J.C.& T.L. 205 (1981).

3. See Diamond v. Diehr, 450 U.S. 175 (1981); Matter of Application of Bradley, 600
F.2d 807 (C.C.P.A. 1979), aff'd, 450 U.S. 381 (1981); Paine, Webber, Jackson & Curtis, Inc.
v. Merrill Lynch, Pierce, Fenner & Smith, Inc., 564 F. Supp. 1358 (D. Del. 1983). The primary
claim in Matter of Application of Bradley is illustrative of the broad terms in which patent claims
are typically formed:

1. In a multiprogramming computer system having a main memory, a central
processing unit (CPU) coupled to said main memory, said CPU controlling the state
of a plurality of groups of processes being in a running, ready, wait or suspended
state, said computer system also having scratchpad registers being accessible to an
operating system for controlling said multiprogramming computer system, a data structure
for storing coded signals for communicating between said processes and said operating
system, and said scratchpad registers, said data structure comprising:

(a) first means in said data structure and communicating with said operating
system for storing coded signals indicative of an address for a selected one of said
processes;

(b) second means in said first means for storing coded signals indicating priority
of said selected one of said processes in relation to others of said processes for obtain-
ing control of said CPU when ready;

(c) third means in said data structure and communicating with said operating
system, for storing coded signals indicative of an address for a selected one of said
plurality of groups of processes; and

(d) fourth means coupled to said data structure and said scratchpad registers,
for generating signals causing the changing of information in said data structure and
said scratchpad registers.

600 F.2d at 809.
This claim is in "means plus function" format, a broad form of expression used to set forth
the boundaries of the protection afforded by the patent. The "means plus function" format,
for example, "second means ... for storing coded signals .... " is explicitly sanctioned by statute
and is deemed to cover "the corresponding structure, material, or acts described in the specifica-
tion and equivalents thereof." See 35 U.S.C. § 112 (1982).

4. See 35 U.S.C. § 154 (1982). The patent constitutes "... a grant to the patentee, his
heirs or assigns, for the term of seventeen years ... of the right to exclude others from making,
using, or selling the invention throughout the United States...." Id. (Emphasis added).

5. In addition to proscribing the making, using or selling of a claimed invention, the patent
laws also prohibit the selling of certain components of a patented invention or the active induce-
ment of an infringement. See id. §§ 271(a)-(c).
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copied the program. In fact, the potential misappropriator may have designed
his program entirely independently of the patent owner, and without any prior
knowledge or notice of either the patent or the program protected by the
patent.

6

The scope of the patent owner's property right is measured by reference
to the claims at the end of the patent. The patent is infringed if even one
of the patent claims is broad enough to cover the program of the potential
misappropriator. Of course, a patent must be found valid as well as infringed
before a judgment against the misappropriator can be obtained.8

4. The Disadvantages of Patent Protection
Patent protection is not free of disadvantages. First, the drafting of the

application, the prosecution of the application before the Patent and Trademark
Office, and the government filing, issuance, and maintenance fees are each
costly relative to other forms of protection.9 It is unlikely that the issued patent
will be obtained for less than $5,000, and for complex programs, the cost
can exceed $10,000. Second, and in many cases more importantly, a substan-
tial delay prior to relief is inherent in the patent system. Because of the thorough
examination required and the workload of the Patent Office, the issuance of
a patent generally requires one to three years.'* With an extraordinary effort
on the part of the applicant, accompanied by a showing of actual misappropria-
tion of the invention, a patent may be issued in less than one year, but cer-
tainly not much less than one year."

After the patent is issued to the patent owner, he may for the first time
bring suit on the patent.' 2 In most cases, however, the courts will not provide
quick relief. As a general rule, preliminary injunctions are not granted in patent
cases unless the patent has been upheld in prior litigation or the patent has
been widely recognized by the industry.' 3 Neither of these showings can be
made in regard to newly issued patents. Accordingly, the patent owner cannot
expect monetary or injunctive relief until after a full trial on the merits. Once
the patent owner achieves victory at the trial level, his relief may be further

6. "It is, of course elementary, that an infringement may be entirely inadvertent and uninten-
tional and without knowledge of the patent. In this respect the law of patents is entirely different
from the law of copyright." Blair v. Westinghouse Elec. Corp., 291 F. Supp. 664, 670 (D. D.C.
1968). See also Kewanee Oil Co. v. Bicon Corp., 416 U.S. 470, 476, 478 (1947).

7. See 35 U.S.C. §§ 271(a)-(c) (1982).
8. See id. §§ 281-284.
9. See 37 C.F.R. §§ 1.16-1.21 (1984) (providing government filing, processing, issuance,

post-issuance and other fees).
10. The Official Gazette of June 26, 1984, stated that for Patent Examining Group 230,

a section of the Patent Office charged with examining information processing, storage, and retrieval
inventions, the oldest application awaiting action had been filed September 24, 1981. See OFF.
GAz. PAT. Oro. 133 (June 26, 1984).

11. See 37 C.F.R. § 1.102 (1984).
12. See 35 U.S.C. § 281 (1982).
13. See Carter-Wallace, Inc. v. Davis-Edwards Pharmacal Corp., 443 F.2d 867 (2d Cir.),

cert. denied, 412 U.S. 929 (1971).
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postponed pending completion of an appeal should the trial court decide to
stay relief upon the posting of an appeal bond.' 4 In addition to the cost and
time involved in obtaining and enforcing patents on computer programs, the
nature of the patent system itself prevents trivial advancements from qualifying
for patent protection. To be patentable, a program must incorporate an ad-
vance which is nonobvious to a programmer of ordinary skill.' 5

One final significant disadvantage of patent protection bears mention.
Issuance of a patent discloses the program to the public, at least to an extent
which will allow a programmer of ordinary skill to duplicate the function of
the program. Until then, the commonly used methods for protecting the pro-
prietary interest of creators of software are predicated primarily upon secrecy
and the trade secret laws.' 7 That secrecy will be destroyed in whole or in part
upon issuance of the patent, possibly undoing carefully structured systems
for maintaining the exclusive ownership in the creator of the software.

Prior to publication, patent applications are maintained in secrecy. 8 Since
the issuance of a patent-its publication-usually occurs one to three years
after filing the application for the patent, the impact of publication is
diminished. 9 Moreover, trade secret protection can exist until the patent issues

14. See FED. R. CIrv. P. 62(d).
15. 35 U.S.C. § 103 (1982). Section 103 provides, in part:

A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the sub-
ject matter sought to be patented and the prior art are such that the subject matter
as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains....

Id.
16. See id. § 112, which provides in part:

The [patent] specification shall contain a written description of the invention, and
of the manner and process of making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art to which it pertains, or with
which it is most nearly connected, to make and use the same, and shall set forth the
best mode contemplated by the inventor of carrying out his invention....

Id.
17. For example, most mass-marketed software is protected by trade secret licenses, designed

to be executed by the licensee upon opening the package containing the software. The viability
of this form of license, particularly in the consumer market, is presently being tested in the courts.

18. 35 U.S.C. § 122 (1982). Section 122 provides:
Applications for patents shall be kept in confidence by the Patent and Trademark

Office and no information concerning the same given without authority of the appli-
cant or owner unless necessary to carry out the provisions of any Act of Congress
or in such special circumstances as may be determined by the Commissioner.

Id.
19. On the other hand, if a foreign patent is sought claiming benefit of the United States

filing date under section 119 of the Patent Act (the Act), publication may occur in the foreign
country as soon as 18 months following the filing of the corresponding American application.
See, e.g., Manual for the Handling of Applications for Patents, Designs and Trademarks
Throughout the World, Vol. 2, Japan 3, Supplement No. 48 (January 1984, Octrooibureau Los
En Stigler, Amsterdam).

1310



SOFTWARE PATENTS

and presumably, the patent protection will be more than adequate to serve
the needs of the program owner thereafter. 20

5. The Suitable Candidates for Patent Protection
From the above, one readily concludes that relatively few programs are

appropriate subject matter for patent protection. Because patent proceedings
are expensive and time-consuming, the program should be commercially
important and should embody creative concepts which are expected to be long-
lived. Game programs, which may fade in popularity in a few months, likely
prior to issuance of a patent, are generally unsuitable for patent protection,
notwithstanding the great commercial potential that would otherwise justify
the expense of obtaining a patent. Similarly, application programs sold in a
rapidly evolving retail market are unlikely to be suitable candidates for patent
protection. Of course, with respect to either game or application programs,
fundamentally new features which will survive for many years may be accept-
able candidates for protection. In this regard, broad patent protection, such
as in the "means plus-function" format,2 may continue to cover fundamen-
tally new features even though subsequent enhancements of the program have
caused the implementation of the feature to evolve into a specifically different
form. Certainly some of the basic features of landmark spreadsheet, data base,
word processing and graphics programs will be with us for many years, not-
withstanding changes and enhancements. Accordingly, patent protection should
be given serious consideration with respect to the basic new features of such
programs.

In addition to the requirements of commercial importance and long life,
a suitable candidate program for patent protection should incorporate fun-
damentally new programming features or advantages. Programs which
demonstrate little creativity will probably not be sufficiently inventive to meet
the patentability requirements. Moreover, even if the patentability requirements
are met by a largely run-of-the-mill program, the resulting patent protection
likely will be narrow in scope, commensurate with the narrow advance. In
such cases, the narrow scope of the patent may not exceed the narrow scope
of copyright protection, and thus, patent protection of such a program loses
one of its main advantages over copyright protection.

In summary, the significant advantages provided by patents, with respect
to both the breadth and the reach of the protection, are tempting. Few pro-
grams, however, will possess the commercial importance, expected lifetime,
and novelty required to be suitable for patent protection. With respect to the
few that do, patent protection should be given serious consideration in view
of its superior breadth and reach.

20. If the eventually obtained patent protection is not of sufficient scope, the patentee need
not pay the patent issue fee; thus no patent will issue; and the program may remain a trade
secret. See Kewanee Oil Co., 416 U.S. at 485.

21. See supra note 3 (defining "means plus function" format).
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B. Copyrights

One of the basic principles of copyright law is that copyright protects
only the manner of expression and not the underlying concept or idea embodied
in the expression.22 In regard to computer programs, this principle is easier
to state than to apply. While it is clear that copyright protection is directed
at the expression represented by the series of instructional steps formulated
by a computer programmer, and not the basic functionality, creative concepts,
or philosophy of the program, the line between expression and function, con-
cept, or philosophy is fuzzy at best. Over the years, the courts have developed
a series of guidelines to aid in determining the breadth of a copyright, in other
words, the extent to which the copyright protects more than the expression
of an idea.23 These guidelines are not always useful in analyzing copyright
protection of computer programs.24 With some exceptions, a work that retains
the basic character of another work constitutes copyright infringement of the
original, even though modified." Nonetheless, the breadth of copyright pro-
tection is substantially narrower than that of patent protection.

The reach of copyright protection is also limited. A copyright is effective
only against "copiers," or those acting in concert with them. 26 Any indepen-
dent creation of a program, even if it both incorporates the concept or idea
of a copyrighted program and uses a similar series of instructional steps, is
not copyright infringement. Therefore, anyone who wishes to independently
program the concept or idea of a copyrighted program can do so without
constraint from the copyright laws. 27 If the program is sufficiently commer-
cially important, and has a life expectancy long enough to permit one to
independently write a similar program, the concepts and ideas of the copyright
owner may be appropriated by others with impunity. This occurs frequently

22. Baker v. Selden, 101 U.S. 99, 102-03 (1880); see 17 U.S.C. § 102(b) (1982).
23. See, e.g., Durham Indus., Inc. v. Tomy Corp., 630 F.2d 905 (2d Cir. 1980) (copyright

in collective work covers only original aspects of collection and not pre-existing work upon which
collection is based).

24. For example, the video display created by a computer program may also be copyrighted
as an audio-visual work. A copyrighted audio-visual work should be defined in terms of the
image or images created by the program steps and not the program steps per se. Nonetheless,
the principle that it is the manner of expression (the image or images in the above example),
which is protected and not the concept or idea, still applies. See Williams Electronics, Inc. v.
Artic Int'l., Inc., 685 F.2d 870, 874-75 (3d Cir. 1982); Stern Electronics, Inc. v. Kaufman,
669 F.2d 852, 885 (2d Cir. 1982); Midway Mfg. Co. v. Artic Int'l., Inc., 547 F. Supp. 999, 1008-09
(N.D. Ill.), aff'd, 704 F.2d 1009 (7th Cir. 1982), cert. denied, __ U.S. , 104 S. Ct.
90 (1983); Midway Mfg. Co. v. Dirkschneider, 543 F. Supp. 466, 479, 483 (D. Neb. 1981).

25. See Structural Dynamics Research Corp. v. Engineering Mechanics Research Corp.,
401 F. Supp. 1102 (E.D. Mich. 1975).

26. See Williams Electronics, Inc. v. Artic Int'l., Inc., 685 F.2d 870, 876 (3d Cir. 1982);
Shapiro, Bernstein & Co. v. H.L. Green Co., 316 F.2d 304, 307 (2d Cir. 1963); DeAcosta v.
Brown, 146 F.2d 408, 410-11 (2d Cir. 1944); 17 U.S.C. § 501(a) (1982).

27. See Synercom Technology, Inc. v. University Computing Co., Inc., 462 F. Supp. 1003,
1009-10 (N.D. Tex. 1978); McGraw-Hill, Inc. v. Worth Publishers, Inc., 335 F. Supp. 415, 419-20
(D.C. N.Y. 1971).

1312



SOFTWARE PA TENTS

in the software industry and has led to the proliferation of programs using
similar concepts. For example, spreadsheet, database, graphics, and word
processing programs often use similar screen formats, menus and commands,
although each may employ an independently generated series of program
instructions.

In summary, the copyright laws permit the appropriation of the idea or
concept of a copyrighted program, but not the copying of its manner of
expression. Although copyrights have these limitations, they still constitute
valuable protection, especially with respect to short-lived programs. Copyrights
are acquired and registered at nominal cost. Most importantly, in many
copyright cases preliminary injunctions are available.28 The quick relief pro-
vided by copyright action stands in stark contrast to the agonizingly slow relief
provided by patents. A copyright prevents the copier from taking a "free ride"
at the expense of the originator of the copyrighted program. In regard to
copyright protection, the price of admission to the market is the cost in time
and money required to independently create a program.

C. Trade Secrets

Trade secret enforcement is most commonly used to prevent a disloyal
employee from appropriating the novel work product of his employer, if that
work product has been kept duly secret.2 9 In the programming context, an
employee is not permitted to take a "non-public ' 30 program for his own use.
While the courts would likely excuse the independent generation of a program
accomplished wholly after an employee left his former employer, the indepen-
dent generation of a program will not always be a defense to a cause of action
for theft of trade secrets. For example, if the independent generation of a

28. See Atari, Inc. v. North American Philips Consumer Electronics Corp., 672 F.2d 607,
620-21 (7th Cir.), cert. denied, 459 U.S. 880 (1982); American Metropolitan Enterprises of N.Y.
v. Warner Bros. Records, Inc., 389 F.2d 903, 905 (2d Cir. 1968).

29. See R. MiLcRim, 12 Busmss ORGANIZATIONS-TRADE SECRETS § 2.01, at 214 (1984).
The Restatement of Torts defines a trade secret as:

any formula, pattern, device or compilation of information which is used in one's
business, and which gives him an opportunity to obtain an advantage over competitors
who do not know or use it....

The subject matter of a trade secret must be secret ... so that, except by the
use of improper means, there would be difficulty in acquiring the information.

RESTATEMENT OF TORTS § 757 comment b (1939).
30. The issue of whether a program is "non-public" must be examined closely. For example,

machine code may be released to customers in the form of magnetically-encoded media, while
source code is zealously kept secret. Thus, the source code may be a trade secret notwithstanding
the release of the machine code. Generally, a feature of a program which is not discernible from
the product upon a reasonable effort to discover it can be retained as a trade secret, even though
the product has been released to the public. University Computing Co. v. Lykes-Youngstown
Corp., 504 F.2d 518, 534 (5th Cir. 1974); Com-Share, Inc. v. Computer Complex, Inc., 338
F. Supp. 1229, 1239 (E.D. Mich. 1971), aff'd, 458 F.2d 1341 (6th Cir. 1972); Cybertek Computer
Products, Inc. v. Whitfield, 203 U.S.P.Q. 1020, 1024 (Cal. 1977).
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program benefitted from trade secret information relating to program con-
cepts, a court might nonetheless find a theft of the trade secret." To the
extent that the courts recognize this, trade secret protection will be broader
in scope than copyright protection, but substantially narrower than patent pro-
tection. Additionally, unlike patent protection, trade secret protection is
fleeting. Once the program is made "public," or independently developed and
disclosed, trade secret protection is lost. 2 On the other hand, neither copyright
protection nor patent protection is lost upon publication of the program. Even
in those cases in which the trade secret was not lost by publication, some
courts have limited the period of effective trade secret protection by limiting
the length of an injunction against a trade secret misappropriator to the "head-
start" period afforded by the misappropriation. 3 Some commentators con-
tend that trade secret protection and copyright protection are serial, in other
words, that trade secret protection is available until publication, while copyright
protection is created upon publication even if the infringement is inadvertent.3 4

Even more certainly, trade secret protection may precede patent protection,
a concept long recognized in non-software cases."

Trade secret protection reaches no further than to those persons receiving
secrets as a result of a breach of a contractual or fiduciary relationship with
the trade secret owner. 36 Accordingly, trade secret protection will most often
affect disloyal employees and those in privity with them. Copyright infringe-
ment requires no such relationship, but rather merely requires copying. Patent
infringement requires neither a relationship of privity nor copying, for patent
protection reaches even unknowing independent developers, an important
advantage over trade secret and copyright protection. In summary, trade secret

31. The use of the owner's program concepts, even in the development of the subsequent

program, provides an unfair competitive advantage to the wrongful acquirer, for it deprives the

owner of his headstart. See Molinaro v. Burnbaum, 201 U.S.P.Q. 150, 163 (D. Mass. 1978).

32. See Struthers Scientific & Int'l Corp. v. Rappl & Hoenig Co., 453 F.2d 250, 254-55

(2d Cir. 1972); Republic Systems & Programming, Inc. v. Computer Assistance, Inc., 322 F.

Supp. 619, 628 (D. Conn. 1970), aff'd, 440 F.2d 996 (2d Cir. 1971); Sinclair v. Aquarius Elec-
tronics, Inc., 42 Cal. App. 3d 216, 116 Cal. Rptr. 654 (1974).

33. See Anaconda Co. v. Metric Tool & Die Co., 485 F. Supp. 410, 430-31 (E.D. Pa.

1980); Data General Corp. v. Digital Computer Controls, Inc., 297 A.2d 433, 436 (Del. Ch.

1971), aff'd, 297 A.2d 437 (Del. 1972). Unlike a patent, which provides protection for the inven-

tion for the period of time for which it is granted, the protection afforded by a trade secret

lasts only as long as competitors fail to duplicate it through legitimate, independent research.
See University Computing Co. v. Lykes-Youngstown Corp., 504 F.2d 518, 534 (5th Cir. 1974).

34. Although copyright protection is created upon publication, such protection may also

have existed previously on the software as an unpublished work. The argument that trade secret

protection is not destroyed by affixing a copyright notice to an unpublished work is controver-

sial. See Technicon Medical Info. System v. Green Bay Packaging, Inc., 687 F.2d 1032, 1039

(7th Cir. 1982), cert. denied, 459 U.S. 1106 (1983); BPI Systems v. Leith, 532 F. Supp. 208,
210-11 (W.D. Tex. 1981); M. Bryce & Assoc. v. Gladstone, 107 Wis.2d 241, 256, 319 N.W.2d

907 (Wis. App.), cert. denied, 459 U.S. 944 (1982).
35. See Kewanee Oil Co. v. Bicon Corp., 416 U.S. 470, 487-88 (1974).

36. See Wexler v. Greenberg, 399 Pa. 569, 160 A.2d 430 (1960); By-Buk Co. v. Printed

Cellophane Tape Co., 163 Cal. App.2d 157, 166, 329 P.2d 147, 150 (Cal. Ct. App. 1958).
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Such a disclosure will both facilitate an understanding of the subject matter
of the program on the part of the trier of fact at trial, and avoid completely
the necessity of litigating any sufficiency of disclosure issues under section 112.

III. INFRINGEMENT OF COMPUTER RELATED PATENTS

The patent infringement statute, 16, defines three categories of infringe-
ment. These are:

1. Direct Infringement by one who "makes, uses or sells any
patented invention."' 162

2. Contributory Infringement by one who "sells a component
of a patented machine ... or material or apparatus for use in practic-
ing a patented process, constituting a material part of the invention,
knowing the same to be especially made or especially adapted for use
in an infringement of the patent, and not a staple article or commodity
of commerce suitable for substantial noninfringing use.... "163

3. Active Inducement of Infringement by one who "actively
induces infringement of a patent."' 164

The patents discussed above include the software with method claims at
issue in the Diehr case, and the software with machine claims at issue in the
Bradley case. The method or machine nature of the claims controls the
application of the infringement statute.165 With respect to direct infringement
of method claims, a method is practiced and therefore the patent infringed
when a computer operates under the control of the program to perform all
of the computational, processing and/or physical steps recited in any claim.
Performance of fewer than all of the steps of the method will avoid direct
infringement.' 66 With respect to direct infringement of machine claims, a
machine is made and therefore the patent infringed when a computer pro-
gram is loaded into the computer and configures the computer in accordance
with the structural recitations of the claims. An incomplete configuration will
avoid infringement. 1 ' In either case-method or machine-the computer pro-
gram must be loaded into the computer before a "direct" infringement oc-
curs. Standing alone, the existence of a computer program in the form of
a list of instructions, magnetic code on disk or tape, or in the form of solid
state devices, such as read-only memory, does not cause the method to be
performed or the machine to be constructed.

161. 35 U.S.C. § 271 (1982).
162. Id. § 271(a).
163. Id. § 271(c).
164. Id. § 271(b).
165. The method or machine form of the claims, however, has no substantive effect on

the statutory subject matter issue. See Paine, Webber, 564 F. Supp. at 1366.
166. For a discussion of the elements of proof of direct infringement, see CmsUM, 4 PATENTS

§ 18.03[4], at 18-31 (1984).
167. Id.
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It is a simple matter to prove that a user of a patented program is a direct
infringer, although proving operation or reconfiguration of a machine under
the control of software may be more difficult. In Decca Ltd. v. United States' 8

a patent owner brought suit against the United States alleging patent infringe-
ment based upon the Government's use of an "Omega System," a very low
frequency radio navigation system used for ship and aircraft navigation.' 69

The patent claims were written in apparatus form, and included limitations
expressed mathematically concerning the phase relationships of signals broad-
cast from different stations.' 0 Although the Court of Claims found that the
patent claims read literally upon the Omega System,' 1I the Government argued
that it committed no infringement because its system employed neither the
same means nor achieved the same end result as did the plaintiff's device."'
The Government argued, inter alia, that it used a general purpose digital com-
puter while the plaintiff's patent relied upon an analog system, and that it
was the computer software that actually performed the calculations, which
constituted "nothing more than a set of equations."' 73

The Decca court found little credence in the Government's position. It
rejected the Government's argument that digital techniques avoided the analog
patent, observing that the claims were not so limited and that the specifica-
tion of the patent characterized the receiver in broad terms and was not limited
merely to analog embodiments. ' The Decca court also rejected the Govern-
ment's argument that the calculations performed by the software were mere
equations.' Although the Court of Claims characterized the Benson case as
holding computer programs unpatentable per se, it refused to construe the
claims as covering only computer software.'76 The court observed the other
aspects of the claims and found the Government liable, noting that the par-
ticular mathematical filters required by the software must be used in conjunc-
tion with a receiver, an apparatus for processing the signals received, as well
as with other apparatuses, all of which were tangible.'77

As regards most software, however, filing suit against each user of a pro-
gram is impractical. Therefore, a plaintiff may wish to enjoin the sale of the
program to stop present infringement, while also seeking compensation for
past infringement. The question this raises, however, is what are the bases

168. 544 F.2d 1070 (Ct. CI. 1976), cert. denied, 454 U.S. 819 (1981).
169. See id. at 1075.
170. See id. at 1079.
171. See id.
172. See id.
173. Id. at 1080.
174. Id. The applicant in Decca made no best mode argument, therefore the analog version

was presumably the best mode at the time the application was filed. See id. at 1077.
175. See id.
176. See id. Claim 1 in Decca included a first and a second station, each of which emitted

three signals in certain known relationship with the other, as well as a receiver which included
an apparatus for switching among the signals and providing information regarding the phase
difference among the signals. See id. at 1079.

177. See id.
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upon which one may sue the seller of a program who sells the program to
others who subsequently directly infringe? Because a patented invention is not
made or used until the applicable computer program is loaded into the com-
puter, one who merely sells the program will usually not be a direct infringer.
Often, however, the seller of a program is also the developer of the program.
During the development of the program, there is likely to be use of the pro-
gram and hence, direct infringement.' 78 Moreover, the seller of a program
will often demonstrate and/or service the program. By conducting these
activities, the seller will render himself a direct infringer.

In situations in which no direct infringement has occurred, a plaintiff may
nonetheless be able to allege a cause of action for contributory infringement
under section 271(c) of the Act. The infringing act in this situation is the sale
of the "component" of the patented machine or the "material or apparatus"
used in the patented method. 179 Section 271(c) provides that the party selling
the component (or material or apparatus) is liable as a contributory infringer
only if the party knows that the component is "especially made or especially
adapted for use in an infringement" of the patent "and not a staple article
or commodity of commerce suitable for substantial non-infringing use. ' 11°

The Supreme Court has ruled that section 271(c) requires a showing that the
alleged contributory infringer "knew that the combination for which his com-
ponent was especially designed was both patented and infringing."' 181

With respect to the contributory infringement of apparatus or machine
claims, the program sold by the software vendor, with the exception of a pre-
programmed ROM, must be transferred from the medium on which it was
sold into the memory of a computer before the program causes the construc-
tion of the patented machine. Once transferred to a computer memory, the
program becomes a "component of a patented machine.""' In other words,
with the exception of a pre-programmed ROM, the thing sold is replicated.
The replica is then used as a component of the machine. In the case of a
pre-programmed ROM, the patented machine will be made when the ROM
is connected to the circuit board of a computer and the computer is turned on.

By way of illustration, consider the person who manufactures and sells
a crank shaft to an engine manufacturer. The engine manufacturer does not
install the crank shaft sold by that person, but uses it as a template in a
duplicating lathe to produce replicas. Thereafter, only the replica crank shafts
are installed in the engines sold by the engine manufacturer. The patent is
on the engine including the crank shaft. Is the crank shaft seller a contributory
infringer? Is he liable for damages as to all engines sold by the engine manufac-
turer? Consider also the case where the first person sells not a crank shaft,

178. At least one court has held that an experimental purpose coupled with minimal com-
mercial activity will excuse a technical infringement. "[Tihere comes a point where what may
be literally a wrong, is of too trifling importance to justify intervention of a court." Condenser
Corp. v. Micamold Radio Corp., 145 F.2d 878, 880 (2d Cir. 1944).

179. See 35 U.S.C. § 271(c) (1982).
180. Id.
181. Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476, 488 (1964).
182. See 35 U.S.C. § 271(c) (1982).
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but the blueprint of a crank shaft. Would the blueprint seller be liable as a
contributory infringer if the blueprint is used to manufacture crank shafts
for the patented engine? Would the outcome be any different if a software
company does not sell programs for a patented machine or process in pro-
gram language recorded on a magnetic medium, but rather, in the form of
a flow chart or printed source code listing? One could argue that either the
flow chart or the printed source code listing is analogous to the blueprint.
Needless to say, the analysis of what exactly constitutes contributory infringe-
ment under section 271(b) involves issues that have yet to be resolved.

In regard to the contributory infringement of method claims, the crucial
question is whether a program in the form of binary code on a magnetic
medium is a "material or apparatus for use in practicing a patented process."
In this situation an accused infringer could argue that "material" as used in
section 271(b) means something physical that is consumed by the patented
method, and hence, cannot be a computer program. If this interpretation is
correct, the question that follows is whether the program is an "apparatus."
A pre-programmed ROM may be considered an apparatus. Moreover, a disk
or diskette may also be defined as an apparatus. While it is possible that an
argument that the drafters of section 271(b) did not intend to include com-
puter programs within the terms "material or apparatus" may appeal to some
courts, such an argument is hyper-technical and should not serve to exculpate
an accused infringer who sells programs which cause the infringement of
method claims.

If contributory infringement is not present, a claim that the user induced
infringement of the patent may be the patent owner's only alternative basis
for satisfaction. Under section 271(c), the patent owner must prove that the
program constitutes a material part of the invention, that the program was
sold by one who knew it to be especially made or especially adapted for use
in the infringement, and that the program is not a staple article or commodity
of commerce suitable for substantial noninfringing use.' These requirements
should be no more difficult to meet in a computer program case than in the
conventional contributory infringement case. They may in fact be easier to
meet, for it is questionable whether any program would be considered a "staple
article." Furthermore, because of the customized nature of programs and the
instructions required for their use, to define a program as a "commodity of
commerce" requires one to stretch considerably the meaning of that term.
Thus, there should be little doubt that the seller of a computer program who
sells the program specifically adapted for use in a patented process or machine,
and instructs such use in the course of selling the program knowing that the
program will in fact be so used, is an active inducer.'

183. See CHisuM, 4 PATENTS § 17.03, at 17-35 to 17-41 (1984).
184. This is the type of activity for which § 271(b) was designed. Cf. Burlington Industries,

Inc. v. Exxon Corp., 379 F. Supp. 754, 757 (D. Md. 1974).
"Inducement," then, under Section 271(b), while requiring active or affirmative

steps to be taken with the knowledge of the likely infringing result, otherwise is as
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Liability for inducing infringement, however, is dependent upon a show-
ing that the conduct induced is itself direct infringement.' 85 It seems likely
that the courts will hold liable an accused infringer who sells a computer pro-
gram that has no significant noninfringing use, even if the seller includes no
instructions specifically directing the user to infringe the patent. A closer case
would arise when the program has both an infringing use and at least one
significant noninfringing use and the seller remains silent as to the manner
in which the program is to be used. In all likelihood, a court will look to
the extent of the noninfringing use and the intent of the seller, with the ultimate
outcome dependent upon the facts of each case. The seller will be expected
to show that the suitability for non-infringing uses is actual and substantial. 86

The extent of knowledge or intent necessary to constitute active inducement
of infringement under section 271(b) is uncertain.' 8 7 Additionally, because of
the problems inherent in enforcing computer program-related patents under
sections 271(a) and (c), the previously undeveloped doctrine of active induce-
ment of infringement under section 271(b) could become, for the first time,
an important weapon in the arsenal of the patent owner.

If liability for infringement, direct or otherwise, can be established, damages
should always be a consideration in selecting the defendants in a lawsuit. To
satisfy the statutory subject matter requirement of section 101, most patents
involving computer programs necessarily will claim apparatuses or processes
beyond the program itself. Consequently, the program is apt to be only one
portion of the claimed subject matter, and therefore only one portion of the
basis upon which damages can be recovered. To maximize the recovery of
damages, it often may be necessary to pursue the persons who combined the
computer program with the additional claimed subject matter.

By way of illustration, consider a software house selling a Bradley-type
operating system to a computer manufacturer.' 88 The cost of that operating
system may represent the services involved in creating and trouble-shooting

broad in scope as the range of actions by which one may cause, urge, encourage or
aid another to infringe.

Id.
185. See Stukenborg v. Teledyne, Inc., 441 F.2d 1069, 1072 (9th Cir.), cert. denied, 404

U.S. 852 (1971).
186. See Fromberg, Inc. v. Thornhill, 315 F.2d 407, 415 (5th Cir. 1963).
187. It is true that knowledge is not required to establish a claim of direct infringement
under 35 U.S.C. § 271(a) .... It is also true that 35 U.S.C. § 271(c) does require
proof of such knowledge .... It is not altogether clear that proof of knowledge is
necessary under § 271(b). Most courts have held that knowledge is required under §
271(b) .... however several other factors must be considered. First, § 271(c) does
contain the word "knowing", whereas § 271(b) does not. Second, the special cir-
cumstances covered by § 271(c) may better lend themselves to a knowledge require-
ment .... Finally, it is widely agreed that the intent of Congress in passing § 271
was to codify the law as it existed prior to 1952 .... And there is some prior case
law supporting the position that knowledge is not required in special circumstances.

Kearns v. Wood Motors, Inc., 204 U.S.P.Q. 485, 490 n. 6 (E.D. Mich. 1978) (citations omitted).
188. See supra note 61.

1984] 1333



WASHINGTON AND LEE LAW REVIEW [Vol. 41:1307

a single program. The computer manufacturer may then duplicate that pro-
gram for each computer sold. The amount paid to the software house may
represent a small fraction of the total sales of infringing computers by the
computer manufacturer. Clearly, the potential target for maximum recovery
of damages is the computer manufacturer, and consideration should be given
to joining the computer manufacturer in any infringement suit.

IV. CONCLUSION

After the Supreme Court's decision in Parker v. Flook, the patent bar
concluded that few computer program patents would survive the section 101
statutory subject matter test. In the Diehr case, the Supreme Court apparently
changed direction, albeit by a slim one-vote majority. Although the CCPA
and most scholars draw fine lines of distinction between the Flook and Diehr
decisions, it is difficult to consider the Diehr case as anything other than an
abrupt about-face by a majority of the Supreme Court, as the dissent argued
vigorously in Diehr.' " The future for the patentability of computer programs
brightened further after the Supreme Court's holding in Bradley. The deci-
sions of the CCPA subsequent to Diehr and Bradley make it clear that the
CCPA has welcomed the Supreme Court's change in direction, and the CAFC
seems likely to follow. As the law now stands, a practitioner will be remiss
if he overlooks the role patent protection can play in securing the computer
program innovations of his or her clients.

189. See 450 U.S. at 215-16.
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